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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time nr^ay be available under the provisions of 37 CFR 1.136(a). In no event, however, nnay a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three nnonths after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) f\\e6 on 14 November 2007 , 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonrial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1,3-9. 14. 18, 19.23.24.28-32.37,40-43,45-50.52-56 and 58-64 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1.3-9. 14, 18, 19.23.24.28-32,37.40-43.45-50.52-56 and 58-64 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) Is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 . 11 4, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 14 
November 2007 has been entered. 

Response to Amendment 

2. The declaration under 37 CFR 1 . 1 32 filed 1 4 November 2007 is insufficient to 
overcome the rejection of claims 1, 3-9, 14, 18, 19, 23, 24, 28, 29, 42, 43, 45-50, 52, 53, 
55, 56, and 58-64 based upon 35 USC 1 12— first paragraph as set forth in the last 
Office action. 

The declaration has been considered, but has been given nominal weight in that 
the applicant has submitted no evidence to support the history of PCMCIA nor that upon 
reading the PCMCIA specification one would readily recognized its use within a set-top 
terminal 

In the response received 01 February 2005, the applicant argues that OEMs 
manufacturers of the set top terminals did not manufacture workstations, and 
workstation and computer OEM manufacturers did not produce set top terminals, as 
they are completely distinct industries (see remarks page 17 of 22, para. 2). The 
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examiner notes that the instant specification does not convey PCMCIA, but merely that 
the card is insertable into the set top terminal. As such, the declaration fails to establish 
that one skilled in the art would have been able to make and use the invention as of the 
instant filing date (09/15/99) or the earlier dates (12/2/93 or 12/9/92). 

Response to Arguments 

3. Applicant's arguments with respect to claims 30-32, 34, 37, 40-41 , 45-50, 55, 56 
and 58-59 have been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1, 3-9, 14, 18, 19, 23, 24, 28, 29, 42, 43, 45-50, 52-56, and 58-64 are 
rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the enablement 
requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

Regarding independent claims 1, 14, 24, 42, and 60, The specification provides 
support for a hardware upgrade card insertable into the set top terminal to add a data 
modulation and demodulation function to the set top terminal. However, the 
specification does not describe a way to enable one skilled in the art to make the 
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connection. The specification merely discusses that it is electrically connected either a 
serial or parallel interface, but does not discuss which serial or parallel interface is being 
used (see specification: pg. 37, II. 8-26). The specification's supports a module upgrade 
using of a SCSI port, but this appears to be used for external connections and not 
inserted into the set top terminal. Further the state of the prior art does not appear to 
provide insight on how to make this connection with a set top terminal. 

The examiner notes that the embodiments using multipin connections (DB9, 
DB25, or SCSI) are directed to upgrade module 300 (pg. 30, II. 8-13) for a simple 
decompression box 302, which is separate from the modern upgrade as shown in figure 
12a. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 30-32, 34, 37, and 40-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Palazzi (U.S. Patent 5,327,554) in view of Banker et al. (Banker) 
(U.S. Patent 5,357,276) and Reiter (U.S. Patent 4,751,578). 
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Considering claim 30, Banker discloses a television terminal (40,44, or 48) 
having microprocessor (128,136) instructions for prompting generation of menus, the 
television terminal comprising: 

a) a television program receiver (100,150) for receiving television programs from 
one or more headends (10); 

b) an interface (124, 126) to the television terminal for receiving and processing 
subscriber input (col. 5, lines 7-25); 

c) modem (col. 4, lines 40-50) communicating with one or more headend (10), 
wherein the receiver receives television program signals based on subscriber input (see 
the entire reference including but not limited to col. 4, lines 40-57), wherein the terminal 
downloads data from one or more headends to a local storage (col. 6, line 59 - col. 7, 
line 3 and col. 7, lines 24-28); 

d) an output (142, TV 42) connected to the receiver (100,150) and the modem, 
wherein the output accepts television program signals from the receiver. 

Banker fail to specifically disclose an output that accepts data signals from the 
modem and a modem that downloads data from one or more headend to a local 
storage, wherein the data comprising information from an interactive service for 
accessing an on-line database thereby allowing actual transactions using two-way 
communications over the modem with the interactive service via submenus as recited in 
the claim. 

Palazzi discloses a television terminal comprising a television program receiver 
(11), a modem (4) an output (9, 10, 15) connected to the receiver (11) and modem (4), 
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wherein the output accepts television program signals from the receiver and data 
signals from the modem and wherein the modem downloads data from one or more 
central facility (headend) to a local storage, wherein the data comprises information 
from an interactive service for accessing an on-line database thereby allowing actual 
transactions using two-way communications over the modem with the interactive 
service via submenus. Palazzi's system provides an efficient system for creating an 
interactive display terminal for accessing information stored at a central facility and for 
downloading data for later retrieval. See abstract, col. 3, line 64 - col. 4, line 44 and coL 
6, lines 17-38. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Banker's system to include an output that accepts data 
signals from a modem and a modem that downloads data from a central facility (such as 
a headend) to a local storage, wherein the data comphses information from an 
interactive service for accessing an on-line database thereby allowing actual 
transactions using two-way communications over the modem with the interactive 
service via submenus as taught by Palazzi, for the advantages of providing an efficient 
interactive display terminal that accesses information stored at a central facility and 
downloads data to a local storage for later retrieval. 

Additionally, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Banker's system (if necessary) to include 
downloading data from a headend to local storage in a television terminal via a modem 
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since Palazzi demonstrated that modems are used to receive data for local storage in a 
television terminal from central facilities. 

Palazzi and Banker both teaches the use of modems, further Banker teaches the 
use of a modem in a set top terminal; however Palazzi and Banker are silent on a set 
top terminal with a modem hardware upgrade. 

In analogous art, Reiter teaches upgrade modules such as a modem, where a 
modem by definition is a modulator and demodulation, and thus adds data modulation 
and demodulation to the television terminal (col. 3, II. 47-51, col. 4, II. 40-56). Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Banker and Palazzi by using a modem upgrade module and adding 
data modulation and demodulation to the television terminal with the upgrade as taught 
by Reiter in order to provide an upgradeable set top terminal thereby increasing the 
functionality of the device while permitting the user to add hardware for additional 
functionality. 

The combined systems of Banker and Palazzi, wherein Palazzi discloses 
interactive services/on-line databases provided by the host databases that are external 
to the television program delivery system throughout the entire reference including but 
not limited to column 1 , line 5 - column 4, line 45, column 5, lines 63-66 and column 9, 
line 60 - column. 1 0, line 35. 

Claim 31 is met by the combined systems of Banker and Palazzi, wherein Banker 
discloses television (42,46 or 50, figure 1 ) and Palazzi discloses television (15). 
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Claim 32 is met by the combined systems of Banker and Palazzi, wherein 
Palazzi discloses a connector port (10) and Banker's modulator (142) is inherently 
connected to television (42) via a connector port. 

Claim 34 is met by the combined systems of Banker and Palazzi, wherein Banker 
discloses a memory (137,134) and Palazzi discloses a memory at col. 6, lines 18-45, 
53-54, col. 7, lines 62-68 and col. 9, lines 20-40. 

Claim 37 is met by the combined systems of Banker and Palazzi, wherein 
Palazzi discloses interactive services/on-line databases provided by the host databases 
that are external to the television program delivery system throughout the entire 
reference including but not limited to column 1, line 5 - column 4, line 45, column 5, 
lines 63-66 and column 9, line 60 - column. 10, line 35. 

Claim 40 are met by the combined systems of Banker and Palazzi, wherein 
Palazzi discloses online database(s) containing travel information, stock quotation and 
other data throughout the reference including but not limited to col. 1 , lines 15-23, col. 3, 
lines 25-60 and col. 9, line 60 - col. 10, line 35. 

Claim 41 are met by the combined systems of Banker and Palazzi, wherein 
Palazzi discloses HDTV capability in col. 6, lines 55-64. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Y. Koenig whose telephone number is (571) 
272-7296. The examiner can normally be reached on M-Fr (8:30 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on (571)272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Andr^/y Koenig 
Prim^ Examiner 
Art Unit 2623 
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